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Applicant : 
Serial No . : K ' 
Filed: 

International Application No. 
International Filing Date: 
For: 



KEVAN C. TAYLOR 

08/604, 975 

March 25, 1996 
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9 May 1994 
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PASSAGEWAYS 



RECEIVED 

27 JAN 1997 

Legal Staff 
International Division 



PIPELINES 



OR 



Date: January 28, 1997 



THIRD SUPPLEMENTAL SUBMISSION IN SUPPORT OF 
RENEWED PETITION UNDER 37 C.F.R. § 1.47(b) 
IN RESPONSE TO DECISION ON PETITION 
PURSUANT TO 37 C.F.R. § 1.47(b) DATED 12 JULY 1996 



Assistant Commissioner for Patents 
Box PCT 

Washington, D.C. 20231 



Attention: PCT Legal Office 



SIR: 



This Third Supplemental Submission In Support Of Renewed 
Petition is submitted along with my Declaration dated January 28, 
1997 to report to the PCT Legal Office of a letter received by us 
today from Kevan C. Taylor. 

Mr. Taylor acknowledged receipt of my letter requesting that 
he sign the Declaration and Assignment in connection with the 
application. However, he has not done so. Accordingly, our 
earlier request to prosecute this application 37 C.F.R. § 1.47(b) 
is respectfully restated. 



# 



Mr. Taylor's letter to us received today, January 28, 1997 and 
my response to him is annexed to my accompanying Third Supplemental 
Declaration. 

Early and favorable action is earnestly solicited. 



Respectfully submitted, 




Michael I. Wolfsc 
Reg. No. 24,750 
Attorney for Petitioner and 

37 C.F.R. § 1.47(b) Applicant 
COWAN, LIEBOWITZ & LATMAN, P.C, 
1133 Avenue of the Americas 
New York, New York 10036-6799 
(212) 790-9200 
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Attorney Docket No. ITI-169 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant : 



KEVAN C. TAYLOR 



Serial No. : 



08/604, 975 



Filed: 



March 25, 1996 



International Application No.: 



PCT/GB94/00995 



International Filing Date: 



9 May 1994 



For: 



LINING OF 
PASSAGEWAYS 



PIPELINES 



OR 



THIRD SUPPLEMENTAL DECLARATION OF MICHAEL I. WOLFSON 
IN SUPPORT OF RENEWED PETITION UNDER 37 C.F.R. § 1,47 (b) 

Assistant Commissioner for Patents 
Box PCT 

Washington, D. C. 2 0231 
Attention: PCT Legal Office 

SIR: 

1. This Third Supplemental Declaration supplements my prior 
Declarations of January 9, 1997 and January 20, 1997. 

2. Today, I received a letter from Kevan C. Taylor, a copy of 
which is annexed hereto as Exhibit 1. 

3. I have written to Mr. Taylor today, a copy of which is 
annexed hereto as Exhibit 2. As noted in this latest letter to Mr. 
Taylor, we have restated our request to him to sign the Declaration 
and Assignment in connection with this application. In response to 
his request, I have forwarded to him a copy of his Employment 
Agreement. I have also advised him of ownership of the invention 
in the underlying priority application in Insituform pursuant to 
the Patents Act of 1977 (as amended by the Copyright Designs and 




Patents Act 1988) and his Employment Agreement dated 19 July 1993 
with Insituform Technologies, Inc. 

4 . I hereby declare that all statements made herein of my own 
knowledge are true and that all statements made on information and 
belief are believed to be true; and further that these statements 
are made with the knowledge that willful false statements and the 
like so made are punishable by fine or imprisonment, or both, under 
Section 1001 of Title 18 of the United States Code and that such 
willful false statements may jeopardize the validity of the 
application or any patent issued thereon. 




Date: New York, New York 
January 28, 1997 
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Mr. Kevan C. Taylor 

4251 Young 
Pasadena, TX 77504 




Cowan, Liebowitz & Latman, P.C. 
Attn.: Michael I. Wolfson 
1 133 Avenue of the Americas 
New York, NY 10036-6799 



January 27, 1997 




Dear Mr. Wolfson, 

I am in receipt of your letter requesting assignment of patent application 
No. PCT/GB94/00955 for the United States National phase application Serial 
No. 08/604,975. 

Your comments regarding your ability to locate my whereabouts are unwarranted and not 
substantiated, especially since you could not even get the correct address of my previous 
residence correct even though it was used for a mortgage application, in addition to which 
several people in Memphis have known my whereabouts for the last couple of years. 

Please forward copies of any agreements that confer that I must assign any right of this 
invention to the assignee. 

Thank you for your cooperation regarding this matter. 



Sincerely, 




Kevan C. Taylor 



Cowan, Liebowitz & Latman, EC. 

LAW OFFICES 

1133 Avenue of the Americas • New York, NY 10036-6799 
Telephone (212) 790-9200 • Internet law@cll.com • Fax (212) 790-9300 

Michael I. Wolfson 

Direct (112) 790-9201 
miw@cll.com 

January 28, 1997 

BY FEDERAL EXPRESS 

Mr, Kevan C. Taylor 
4251 Young 

Pasadena, Texas 77504 

Re: U.S. Application Serial No. 08/604,975 

Based on International Patent Application 
No, PCT/GB94/00955 

LINING OF PIPELINES AND PASSAGEWAYS (Short -Tee Repair) 
Insituform (Netherlands) BV 

Our Ref ■ ITI-169 (20107.69) 

Dear Mr, Taylor: 

Thank you for your letter dated January 27, 1997. 

You indicate that you are in receipt of our letter requesting 
that you sign a Declaration and Assignment in connection with U.S. 
application Serial No. 08/604,975. 

We reiterate our request that you sign and return these 
documents to us in the enclosed pre-paid Federal Express envelope. 

This United States application claims priority of British 
application No. 9319823.3 filed on 25 September 1993. At that 
time, you were employed by Insituform Technologies, Inc, ("ITI") 
pursuant to an Employment Agreement dated 19 July 1993, A copy of 
that Agreement which you signed on 19 July 1993 is enclosed for 
your information. 

Paragraph 13 of your Agreement with ITI provides that pursuant 
to the Patent Act of 1977 and the Copyright Designs and Patents Act 
1988, any invention produced during the course of your employment 
is the exclusive property of Insituform. From 4 December 1989 and 
your initial employment by Insituform Technical Services Limited 
until that Agreement with ITI, your employment has been governed by 
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Cowan, Liebowitz & Latman, RC 

Mr. Kevan C. Taylor 
January 28, 1997 
Page 2 



the Patents Act 1977 (as amended by the Copyright Designs and 
Patents Act 1988) . This Act provides that any inventions made 
after June 1, 1978 by an employee, mainly employed in the United 
Kingdom shall belong to the employer. Thus, so long as the 
invention was made during employment with any of the Insituform 
companies, the underlying invention is the exclusive property of 
your employer, one of the Insituform companies. 

In view of this, we again renew our request that you sign the 
Declaration and Assignment and return them to us for filing in the 
United States Patent and Trademark Office. A new set of the 
application papers including your new address is enclosed for your 
convenience. Please sign and date the Declaration at page 2 and 
have the Assignment notarized. If you incur any expenses in 
connection with this, let us know so we can reimburse you. 

Please also note that we have advised the PCT Legal Office at 
the United States Patent and Trademark Office of our receipt of 
your letter of January 27, 1997 and this response. 

Thank you for your cooperation in this matter. 



Enclosures 




cc: Insituform Technologies, Inc. 
Memphis, Tennessee 
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ASSIGNMENT OF UNITED STATES PATENT APPLICATION 

WHEREAS, KEVAN CHARLES TAYLOR, a citizen of Great Britian and last residing at 
4251 Young, Pasadena, Texas 77504, is the inventor of the improvements and invention described in the PCT 
Application No. PCT/GB94/00995 filed 4 May 1994 and British application filed in the British Patent Office 
as application number 9319832.3 on 25 September 1993 for LINING OF PIPELINES AND PASSAGEWAYS, 
and filed in the U.S. Patent and Trademark Office on March 25, 1996 and assigned Serial No. 08/604,975. 

WHEREAS, Insituform (Netherlands) B.V., a coproration organized under the laws of The 
Netherlands and Delaware, having its principal office at West Blaak 6, 3rd Floor, 3012KK, Rotterdam, The 
Netherlands, hereinafter referred to as ASSIGNEE, is desirous of acquiring the entire right, title and interest in, 
to and under the improvements and invention described in PCT Application No. PCT/GB94/00995 and the 
United States National Phase application Serial No. 08/604,975 from ASSIGNOR. 

NOW, THEREFORE, in consideration of the sum of Ten Dollars ($10.00) and other good and 
valuable consideration paid by ASSIGNEE to ASSIGNOR, the sufficiency and receipt of which is hereby 
acknowledged, ASSIGNOR hereby transfers and assigns to ASSIGNEE the entire right, title and interest in, to 
and under the improvements and invention described in the United States National Phase application based on 
PCT/GB94/00995 filed in the U.S. Patent and Trademark Office and all continuations, divisionals, substitutes, 
renewals and reissues thereof; and 

ASSIGNOR covenants that he has full rights to convey the entire interest herein assigned, and 
has not executed, and will not execute, any agreement in conflict herewith; and 

ASSIGNOR further authorize the Commissioner of Patents and Trademarks of the United 
States, to record ownership in the U.S. national phase application based on U.S. PCT Application No. 
PCT/GB94/00995 as the property of ASSIGNEE; and 

ASSIGNOR further covenants and agrees that he will communicate to the ASSIGNEE, its 
successors, legal representatives and assigns, any facts known to it respecting the improvements, and testify in 
any legal proceeding, sign all lawful papers, execute all divisional, continuing and reissue applications, make all 
rightful oaths and generally do everything possible to aid the ASSIGNEE, its successors, legal representatives 
and assigns, to obtain and enforce proper patent protection for the improvements. 

IN WITNESS WHEREOF, ASSIGNOR has subscribed hereto, this day of January, 1997. 



KEVAN CHARLES TAYLOR 



On this day of January, 1997 before me came KEVAN CHARLES TAYLOR to me 

known and known to me to be the individual described in, and who executed the foregoing instrument, and he 
has acknowledged to me that he has executed the same. 



Notary Public 
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Attorney Docket No. ITI-169 
DECLARATION, POWER OF ATTORNEY AND PETITION 

As an officer of the owner of the invention and Agent of the below named inventor, 
I hereby declare that: 

My residence, post office address and citizenship are as stated below next to my name. 

I believe that the below named inventor is the original, first and sole inventor (if only 
one name is listed below) or an original, first and joint inventor (if plural names are listed 
below) of the subject matter which is claimed and for which a patent is sought on the 
invention entitled: 

IMPROVEMENTS RELATING TO THE LINING 
OF PIPELINES OR PASSAGEWAYS 

the specification of which is attached hereto and was filed on 9 May 1994 as 
PCT/GB94/00995 and is based on an application filed in the British Patent Office as British 
Application No. 9319832.3 on 25 September 1993 and filed in the United States Patent and 
Trademark Office as Serial No. 08/604,975 on March 25, 1996. 

I acknowledge the duty to disclose information which is material to the examination 
of this application in accordance with Title 37, Code of Federal Regulations, Section 1.56. 

I hereby claim foreign priority benefits under Title 35, United States Code, Section 
119 of any foreign application(s) for patent or inventor's certificate listed below and have also 
identified below any foreign application for patent or inventor's certificate having a filing date 
before that of the application on which priority is claimed. 



Prior Foreign Applications 


(Number) 


(Country) 


Day/Month/Year 


Yes 


No 


9319832.3 


Great Britain 


25 Sept 1993 


X 




PCT/GB94/00995 


Great Britain 


9 May 1994 


X 





I hereby claim the benefit under Title 35, United States Code, Section 120 of any 
United States application(s) listed below and, insofar as the subject matter of each of the 
claims of this application is not disclosed in the prior United States application in the manner 
provided by the first paragraph of Title 35, United States Code, Section 112, 1 acknowledge 
the duty to disclose material information as defined in Title 37, Code of Federal Regulations, 
Section 1.56 which occurred between the filing date of the prior application and the national 
or PCT international filing date of the application. 



(App Ser No) (Filing Date) (Status) 

I hereby declare that all statements made herein of my own knowledge are true and 
that all statements made on information and belief are believed to be true; and further that 
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these statements are made with the knowledge that willful false statements and the like so 
made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code and that such willful false statements may jeopardize the validity of the 
application or any patent issued thereon. 

And I hereby appoint Michael I. Wolfson, Reg. No. 24,750, William H. Dippert, Reg. 
No. 26,723, R. Lewis Gable, Reg. No. 22,479, Morey B. Wildes, Reg. No. 36,968 and Regan 
L. Trumper, Reg. No. 38,345, correspondence address: 

MICHAEL I. WOLFSON 
Cowan, Liebowitz & Latman, P.C. 
1133 Avenue of the Americas 
New York, New York 10036 
Telephone: (212) 790-9200 

my attorney with full power of substitution and revocation, to prosecute this application and 
to transact all business in the Patent and Trademark Office connected therewith. 

Wherefore I pray that Letters Patent be granted for the invention or discovery 
described and claimed in the foregoing specification and claims, and I hereby subscribe my 
name to the foregoing specification and claims, declaration, power of attorney, and this 
petition. 



FULL NAME OF INVENTOR 


CITIZENSHIP 


KEVAN CHARLES TAYLOR 


Great Britain 


RESIDENCE 




4251 Young, Pasadena, Texas 77504 




POST OFFICE ADDRESS 




4251 Young, Pasadena, Texas 77504 





INVENTOR'S SIGNATURE 



DATE 



Insituform Technologies, Inc. 
1770 Kirby ParkgfeSuite 300 
Memphis. TN C^^P 
901 -759-7473, fSreOI -759-7500 




EMPLOYMENT AGREEMENT 

This Agreement is made the 19th day of July 1993 between Insituform 
Technologies, Inc., 1770 Kirby Parkway, Suite 300, Memphis, Tennessee 38138 (the 
"Company") and Kevan Taylor residing at 4 Purbeck Road, Rushden, Northants NN10 
9UH, England (the "Employee"). 

rr IS HEREBY AGREED AS FOLLOWS: * 

: 1. The Employee is employed by the Company in the position of Technology 
/ . Transfer Manager or in such other capacity , as the Company may reasonably 
require and the duties of the position will involve: ; 

(1) technology transfer to licensees worldwide; 

(2) management of technology transfer team (contracts); 

(3) negotiation of sales of specialized related equipment; 

(4) liaison with all General Managers and technical consultants including 
Research and development. 

The Employee will attend and work at any of 'the Company's locations in the 
United Kingdom as determined from time to time by SBU (Strategic Business 
Unit) Product Management and will travel to and work at such places (whether 
within or outside the United Kingdom) in the manner and on the occasions 
required from time to time by the Company provided that the Company will not, 
without the Employee's prior consent, require the Employee to reside or work 
(other than temporarily) outside the United Kingdom. During the Employee's 
employment, the Employee will work from home or, a mutually agreed location 
until further notice, utilizing secretarial services at Insituform Permaline and ITI 
Memphis. 
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2. The Employee's employment with Insituform Group Limited will count towards 
continuity of employment with the Company. The Employee will participate in 
all standard Company benefit programs appropriate for the United Kingdom. 
Accordingly, the Employee's period of continuous employment commenced on 
December 4, 1989. The Employee's employment is subject to termination by 
either party on not less than three (3) months written notice (or the statutory 
minimum period of notice if greater) to be given at any time. The Company 
reserves the right to terminate the Employee's employment by payment in lieu of 
notice. 

3. The Employee will be required to work such hours as may be riiecessary for the 
proper discharge of the Employee's duties hereunder. The Employee's normal 
working hours will be 9:00 a.m. to 5:30 p.m., Monday to Friday. 

4* The Employee's annual salary will be £36,250 per annum, commencing August 
1, 1993, (the "Effective Date") which shall accrue from day to day and be payable 
in arrears by equal monthly installments on the 24th day of each month. The 
Employee's annual salary will be reviewed from time to time and the rate thereof 
may be increased with effect from any such review date. It is understood that the 
first such review will be six months from the Effective Date of this Agreement. 

5. In addition to the usual bank and public holidays the Employee will be entitled to 
25 working days holiday in each year to be taken at a time or times to be agreed 
upon with the Company. In the year in which the Employee's employment with 
the Company commences and terminates the Employee's holiday entitlement will 
be pro rata to the annual entitlement. The holiday year shall run from the 1st of 
January to the 31st of December. Holiday may be carried forward from the 
previous year up to the 5th of May of the following year. On termination of 
employment a payment in lieu of any untaken holiday will be made and if the 
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Employee has taken holiday in excess of the Employee's entitlement the 
Company reserves the right to make a deduction from the Employee's final salary 
payment. 

.6, If the Employee is absent from the Employee's duties hereunder owing to illness 
or injury the Employee must report this fact promptly to his immediate superior 
and will ori request complete a self-certification form. For any absence exceeding 
: 7 days the Employee will produce a doctor's certificate. Subject to compliance 
with these provisions, the Company, at its discretion, will continue to pay the 
Employee at the Employee's normal rate of salary less any statutory sick pay and 
any social security benefits to which the Employee may be entitled. 

7. There is a pension scheme in operation in relation to the Employee's 
. employment hereunder which is held now by Allied Dunbar. A contracting out 

certificate pursuant to the provisions of the Social Security Pensions Act 1975 is 
in force in respect of the Employee's employment hereunder. 

8. The Company will pay for the provision to the Employee of the following 
insurance and other benefits, particulars of which may be obtained from the 
Company: 

(a) Medical insurance in accordance with arrangements made between the 
Company and PPP, Ltd.; 

(b) Life Assurance with Sun Alliance; and, 

(c) Permanent Health Insurance with [ ]. 

9. The Company will provide the Employee with a motor car for the Employee's 
business and personal use during the continuance of the Employee's employment. 
The Company will pay all taxation, insurance premium, maintenance expenses 
and all petrol oil and other running expenses. The Employee will pay for petrol 
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and oil required when the car is used for holidays. The car will be replaced in 
accordance with the Company's policy on cars. 

10. On production of appropriate receipts, the Company will reimburse the Employee 
for all travelling, hotel, entertainment and other expenses properly and reasonably 
incurred by the Employee in the performance of the Employee's duties hereunder. 

11. Should it become necessary to institute any disciplinary , action against the 
Employee this will be done in the first instance by his immediate superior. The 
type of conduct which may lead to disciplinary action includes poor time-keeping, 
absenteeism and sub-standard work performance. The Company reserves the 
right to terminate the Employee's employment without notice in the event of any 
serious misconduct. Examples of serious misconduct include dishonesty,' misuse 
of any of the Company's proprietary information and unauthorized absence, 

12. If the Employee has any problem or grievance .pertaining to the Employee's 
employment or any disciplinary action taken against the Employee, the Employee 
should discuss it in the first instance with the Employee's immediate superior. 

13. (a) Subject to the Patent Act of 1977 and the Copyright, Designs and Patents 

Act 1988 any invention, design or copyright work produced by the 
Employee during the course of the Employee's employment with the 
Company whether or not in the course of the Employee's duties will be the 
exclusive property of the Company. For purposes of section 39(l)(b) 
Patents Act 1977 the Employee will be deemed to have a special 
obligation to further the interests of the Company provided that this sub- 
clause will not derogate from the Employee's statutory rights in relation to 
such inventions. In relation to such work the Employee irrevocably waives 
all moral rights and undertakes, at the expenses of the Company, to 
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execute any formal and additional assignment required by the Company to 
confirm the vesting in it of all rights in any such invention, design or 
copyright work. 

(b) To secure the Employee's obligations hereunder the Employee hereby 
irrevocably appoints the Company to be the Employee's attorney and in 
the Employee's name and on the Employee's behalf to execute any such 
instrument or do any such thing and generally to use the Employee's name 
for the purpose of giving to the Company or its nominee the full benefit 
of the provisions of this clause and with respect -to any third party a 
certificate in writing signed by any director or the company secretary and 
any instrument or act falls within the authority hereby conferred will be 
conclusive evidence that such is the case. 

14. The Employee will be expected to devote best efforts to the position with the 
Company and the Employee shall not, without the prior written consent of his 
immediate superior, engage in any other employment or activities which may 
conflict with the Employee's obligations to the Company. 

. 15. Both during the Employee's employment and after its termination the Employee 
will keep secret and will not use, disclose or divulge to any third party any of the 
trade secrets of the Company or any confidential information or information 
concerning the business, affairs, finance, products, research customers or trade 
connections of the Company. The Employee will also use best endeavors to 
prevent the unauthorized publication or disclosure or any such secret, knowledge 
or information. 

16. Upon the termination of employment the Employee will immediately deliver up 
to the Company all property belonging to it which is or has been in the 
Employee's possession or under the Employee's control. 

v 
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ri7. The Company has the right at any time to set off against any monies due to the 
Employee, all sums owing by the Employee to the Company, whatsoever arising. 

18. This Agreement will be governed by English law. 

IN WITNESS WHEREOF this document has been executed as a deed the day and 
year first before written. 

SIGNED AND DELIVERED ) 



as a Deed by 
Kevan Taylor 
in the presence of: 




EXECUTED as a Deed by 



Fi Thomas Driver, P.E. ) 

Senior Vice President-Manufacturing ) 

for an on behalf of ) 

Insituform Technologies, Inc. ) 

in the presence of: ) 



FTD93494 
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real • Vancouver 
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Part I. Seoion 38] 

within two month from the date of the order if made by an old proprietor aod four 
months if made by a former licensee. These periods are, however, extensible at the 
Complrollcr'j discretion under rule 110(1), for which see para. 123J0. Since the 
request b to be made directly to the new proprietor, no form is specified for the 
request Nor k it required that the Comptroller be notified of the request, though it 
may be prudent to do so, but the request would chco become of public record oo the 
file of the patent Rule SI Is analogous to rule 9 (reprinted at para. 8,04 and 
discussed inpantl,05). 

Any reference to the Comptroller, either by the new proprietor or the person 
seeking a licence, is to be made on PF W (reprinted at para, 140.02) under rule 58 
(reprinted at pan 38,03), This rule is analogous to rule 13 (reprinted at para. 11.02 
and discussed in para. 11.06. 



Employes* Inventions (Sections 3W3| 

*■* 

SHCITON39 

Right to employees 1 

39. — (1) Notwithstanding anything in any rule of law, an invention made 
by an employee shall, as between him and his employer, be taken to belong 
to his employer for the purposes of this Act and all other purposes if- 

(a) it was made in the course of the normal duties of the employee or 
in the course of duties falling outside his normal duties, but 
specifically assigned to him, and the circumstances in cither case 
were such that an invention might reasonably be expected to result 
from the carrying out of his duties; or 

(b) the invention was made in the course of the duties of the employee 
and, al the time of making the invention, because of the nature of 
his duties and the particular responsibilities arising from the nature 
of his duties he had a special obligation to further the interests of 
the employer's undertaking. 

(2) Any other invention made by an employee shall, as between him and 
his employer, be taken for those purposes to belong to the employee. 

(3) Where virtue of this section an Invention belongs! as between him 
aqd hit employer! to an employee, nothing done- 

(a) by or on behalf of the employee or any person claiming under him 
for the purposes of pursuing an application for a patent, or 

(b) by any person for the purpose of performing or working the 
• invention, 

shall be taken to infringe any copyright or design right to which, as 
between htm and his employer, his employer is entitled In any model or 
document relating to the invention. 

M>/«. Subsection (3) was inserted by Schedule 5, para, 11(1) [1988), with effect from 
January 7, 1991 (S.K 1990 No. 2168), 



[Part 1, Section 39 



Commentary on Section 39 



General scope ofprov'isbns [or "employees' inventions" [tt 3M3) 39,02 

Section 39 Is the first of a group of sections (ss. 39-43) headed "Employees' 
Inventions". Thii group: defines a selt-coot&Ined code for determining ownership of 
an "Invention" (s, 39); regulates circumstances in which it would be "jiut" for an 
employer of such an "employee" to make payments, curiously termed "compens* 
tioo", to that employee lor the benefit which the employer bu derived from a 
"patent" which has been granted (or an "invention" made by the "employee" (s, 
40); lays down guidelines for determining (kequantom of such compensation (s. 41); 
renders unenforceable certain clauses In contracts of employment widely used 
before 1978 (s. 42); and limits the applicability of this group of sections to 
inventions made on or after June 1, 1978 and by persons "mainly employed" in the 
United Kingdom (including the Isle of Man), Some of the words in quotation marks 
in the preceding sentence are defined in section 43 (which is, in effect, a mini- 
interpretation section of si. JM2) and En section 130(1). These all receive 
discussion below and in the commentaries on the following sections 40-43. 

The provisions of sections 3M3 were summarised, bom the point of tiew of 
industrial relations, in a paper by Susan Cox ((1991) 3(1) IPB 2). 



Scope of section 39 



' 39.03 



Section 39 is a provision of substantive, rather than procedural, law, It his effect 
in relation to the settlement of entitlement disputes under section 8, 12, 37 or 82; 
and to the question of "compensation" under section 40. It relates to rights in 
inventions made after June 1, 1978 (s. 43(1)) by persons oormally resident in the 
United Kingdom (s. 43(2)), and has effect in relation to '"patents and other 
protection" generally irrespective of where or how granted, see section 43(4) and 
para, 43.05. In all these matters it must first be decided who is the "inventor", a 
question on which the Act gives very linle guidance, see pan. 7.06 and the article by 
H P. Lloyd noted therein. Section 39 then settles the question of ownership of 
inventions made by persons who are "employees", as between an employee and his 
"employer", provided that the invention was made by a person "mainly employed" 
in the United Kingdom (s, 43(2), as discussed In para. 43.03). 

However, section 39 has no effect upon the ownership of inventions made before 
June 1, 1978 (s, 43(1)) and is therefore entirely Inapplicable to "existing patents". 
The resolution of employee/employer disputes in relation to such patents continues 
to be determined under section J6 [I949|, see paras. A0J6.03-A056.O9. there art 
no provisions in the EPC CPC or PCT relating to ownership of patent rights in 
Inventions made by employees, These remain to be determined by individual 
national laws, generally (it is believed) applicable only to persons normally 
employed in the country in question. By the same token, section 39 relates to the 
ownership of patent rights anywhere in the world resulting bom an invention made 
by a person who, al the time of making the invention (as to which, see part 7.06) # 
was "mainly employed" in the United Kingdom (see para. 43.03). 

Section 39 also has no applicability to inventions made by oon*employees, The 
disposition of patent rights arising bom inventions made by such persons, however, 
remains subject to possible contractual obligations, for example in the case of 
research work commissioned bom a non«employee, A oontract between an 
employer and a third party concerning the disposition of patent rights of employee 
inventions can have no effect on patent rights which belong to an employee under 
subsection (I). That contract may then become incapable of fulfilment, the 
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consequences of wbkh will depccd upoti the default provisions toio and He 
doctrine ol Initiation In the law ol contract 

39.04 Afeiff "/ l taw*»" sk6om ^ 

"Invention" (a used in J. 39) is a term clearly wider ; to "patentable (* 

58? tZmM* « of section 39, it « I-** whether a paten 
iSinLtei IT. * Note the pari* to tie tatroductoj « < 
XZSli . . all other mirposes"; and the reference In secton 43(4) to 

! calivtoKlattalwtoiection39.jeeparaj.39J and4J.DJ. 

TtoSdt meaning of "Invention- nay well encompass many Mm 

titan to oraure that any rulei o such «heraei purporting to regulate tie 

Si The effect of section 42(2) may abo need to be conildetcd, »et para. 

Sid Sf the li cf Ldcnce in «la«on to ««i schemes « 
3«dinftwrv.JWiiif.G«p2]FSR478).. 

39.0S Mewi^«/ M «V'«y" ,, M*^ n,5W 

"Emolovee" i s defined for the purposes of lha Act In section 130(1) by atom 
SSUta (0«>WN Act 1978 (e.44), but tWsdcfo «««• 

rwm hv a<ldinE the vwds lh««to "or a p«noD who tetves (w « w<l) w * e 

Crown" (see pras.4101 and 130.01), thereby equa in 
• 2Bi*!Zd forces to employee, (of the Crown) for the purposes of 

'iS't^WM Act dctoM "employee-, ihonjh for the purpose, of copyright and 
iSiSaSuSmH to employment "under a contraet of service or of 
mm S?(S.S™d 263(1 [1988]), toby raising a doubt a, .the 
^5Sot of appr«iic« in relatioa to the owneishlp of invenborw made by ib«n. 

miTntstamofkiitmtoriitenplojiet 

• h most cases, the statui of the inventor « employee 
JhietM can ariit with re«ird to doctors taws v. ham) [1979] BR zmj, 
jff n?S M* SR1S 0/46/94) and abo with 

11^^X4 wmbir cf "homo worktri w . In such cases one must 

£ «? S or "for services". The question is one of law rather to fact 

KuMoldtogpaitoermaliflulsan employer ^f^™? 
K to b e employed by it himself, but the ownenhip of shares in a mm 
ioriWolder, li irrelevant ab company Ja. tghf* 
, ep ,rate from its members (Silmon v. Sdnrn 4 Ca Ui, (1897) AC 22 (HI)). 
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Given the crucial difference in treatment of employees for lax and national 
insurance purposes, « well as for endllemenl to social security benefits and 
employment protection rights fa. as regards redundancy, unfair dismissal, health 
and safely provisions, protection of pay when the employer becomes insolvent, etc.), 
a huge body of case lawoo the point has built up In employment law. To summarise 
It here is beyond the scope of this commentary, but in one of the leading cases 
(Oft* v. Mm Aft [1984] QB 90; (19EJ| 3 All ER 456 (CA)) it was said 
that in order to determine employee status, all aspeds of the relationship must be 
considered and no single factor is in Itself decisive. One such factor is the label the 
parties themselves put on the relationship (HMfmpatfD. Com ojisfM 
2k [1984] ICR 285 (PC), foDowing Money v. Own f|« atone* [1978] 1 YYUl 
676- 1978] 2 All ER 576 (CA)). No single test is adequate In all circumstances, ej. 
not the older "control" or masler-and-sewnl test, but currently courts favour the 
so-called "economic reality" (or "mixed") test, see lee lty % v. Omg Ot> 
Km ([1990] 2 AC 374 (PC)), although that ease involved compensation for 
employee in toy where the plaintiff wished to be considered as an employee, 
whereas the opposite may be true in a case under section 39. The question in its 
simplest form is whether the person doing the work is In business on his own 
account or not; and whether there are mutual obligations between the alleged 



inpioyw mo uiegea employee . , .... 

Cases In which it was held that that a creator was not an employee at the relevant 
lime are: Mth/tmiMn (M FSR227), where tbedeslgnerwas at the 
tine only a partner in an informal partnership under no mat mam i thereto or 
to a company Incorporated only subsequently, and Ckw't ttoi (SR1S 0/22/88), 
where a referrer (in s. 37 proceedings) failed to prove that the patent proprletorwaa 
an employee at the relevant time and where it appeared that the alleged employer 
company had not then been incorporated. In Mmtibkmn (SRB 0/3/91, 
mm TPD 14101), the referrer ia entitlement proceedings faHed to prove that he 
had made the invention during a short period when he ws unemployed following 
redundancy from, and liquidation of, his former employer and his re-engagement by 
the successor thereto. . . . 

Mere an employee is ueonitd by the employer to a third party lien, in tne 
absence of a contrary agreement his/her Inventions will in the crauuiances 
described in subsection (1) belong to the employer and not to the third party, 
although of course the employer is free to assign all rights in the invention to that 
third party (De/utee 1m*tfMUm,9B 0/77/93, aaMVD 16124). 

OmtnMp oftmptyct Mew bj on anptytr 

-Wit basic nit 

The Introductory phrase of subsection (1) simply sweeps awa^orM 
under the common law before June 1, 1978 (ftorirt AM (1985) RPC 19). This 
renders precedents decided under the common law of no assistance for subsection 
(l)(a) cases and of only limited help in subjection (l)fb) cases. The factual station 
can be proved under subsection (l)(a) either by reference to the employees 
"normal duties" or to other duties ♦'specifically assigned to him", whereas subsec- 
tion (l)(b) provides a third gateway through which an employer can dtun nghts, by 
reference to the employee's "particular responsibilities" and an ensuing special 
obligation", though still provided that the Invention wis made within the scope of 
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Although the question ol onus ol proof under icction J9 « not tree from douw, 
Ibc better view is ihit an employee will own hi; invention virtue ol subiertioii pj 
unless his employer can prove that the situation tinder either part of junction 
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#i v.\ flnirtiitr mhuciion I1MM exists in fad. However, in eatitlemeot proceeding! 

Ibe ooui of proving 1H cootcntf oni. This view, tad « «** f • J* JJJ » 
J eZ falion a* tody ben filed, ■ open to the am I ■** 
Srcffcrt of leclioa 39f2). It i» wbmiwed that the better v, t w. f«PP0• lM [ b y,J" m, ' 
plSKLwh«jtdon39 ii under oonsidcration, theonuisbouldbeoa 

39(1) iSpe#e of whether it was the employer or the employee who was the 
sS« beiojj broadly eomraoa lo each of these, Mit the alablishment of die 

S3 Sation of the Particular responsibilities and obi, gj.to.so the 

with fob tlUei bat will "lift the veU" to establab. the deiaJed facu. 
£5 ii often show that a person, the* ■ «W f J , 
mSSSH different to Not all to activities may be "due ' of 

MM**"* but itUk«V^*> 

Tie HeSiel Smith lecture for 1991" (1992 EH 13). . 
sS (l) and (2) are mutually exdusive as between employer and 
eSlLledmalto 

tSSta 1 8 37 to grant a patent toiointpropriewr* where thejewould be 
pSvLJ«1M5) 72 WC JO (HL)). However, in5»«7ppiwi»fl(SRlS 
Se bSwiii a free licence under the patent to the employer. The Comp- 

.ha?^ S.? Mention o»/ride W rking bo«« fe« outride J» «ope of «, 
ZZJt iduties white accepting thai the invention was not made In the course ; tf 

emS«, before proceed^ to focus on the "speoal obligations', u more Iban 

TfflK" prepared to hold r> an uncontested ««) thai i 
* hXfa belong fo me employer when the ^Jg* 

expected to result from the carrying out of those toe . In Ofw M«* 
Shu mm 0/77J93 M/flf IPD 16124 , the referrer failed to prove his 

prior to 1990 were reviewed byT.Z. Gold ([199(1] EIPR M). 
. 382 
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^Thtmpli^tt'smmiiliutits 

defioed as the actual duties which he was employed to do. thus, an em loyce 
S ttf will those defined by his mM of employment, mdujng 

rmcorwated from collective agreements between employers and trade unions, 
S m S nd Zclice, and from ancillary documents such as pre-employment 

Joardf, etc fa /tort Wu), it was held oem to have beeo part of the duues of 
the employee to turn his mind to solving technical problems. 
sZT ilio settled the controversy over the scope of the tapW term of an 

information (fccctndn Wta * ^^.M^ b TK 
doted, however, that MM. ^WMSSffMB 

hi* claim to ownership. Some years after he had lea his employer's servtoe 
ernSwer and using the employer's nuterinb. the iaventioo wa made. ^ 

ffi was held to have been made durmg the ooune ■* ! 
««S likewise In Outer Gtasw Boutt Afpmm (5R» 
SmS employed « i dkU hospital ■*» »d remh 
SPwSmHij to him. It was held that is normal duto Induced 

lion of an existing ophthalmic Instrument. 

tn mm of &t Ar Mace's AtpMt PHB Qrtfft W> 
S • ZttKi of employment that an employee must obey lawful orders, aod 

SfnSuCb^e^ 
([L980J EIPR 257). 

-Ptrfomtm ofnorml orspidfictlf} us^ **» 
Th e iUM d state of inquiry under subsection (l)(a) it concerned with whether 
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in in invenlioo. IMA fmi ([1985] MC 19) tcnled that die words "an 
1! ? vi a mm mJi ihan "ay invention", but are wider n scope 

iatoarodemive ( ihe employe* or iht employee », ind whether the ttac of 

bv iSKE U W by » « route. Thus, In OtMbr v. 
Seta S BR 312), a clause in i ooabact of employment under whld. At 

. vfftarequ^^^ 

■ St publfc policy J in restraint of trade, to effect for not being cogkri to 
?So5s Bovrbgnaturally from the performance of the employee** Aidej. On ihls 
basit fonnerprecedenlt mnyttill havesome persuasive value. 

■ 39.U -Emotjwi M 

Subsection (l)(b) provides the third gateway whereby, an employer can establish 
, Jffdm&m made by an employee, TTjo inventa ml tfb» 

must be one who, at the relevant lime, had a speaal ohujauon to th • ■ mployer, 

the employer's undertaking. The omission of W in 
S no toabt dcUberate and m cootrart to wbseciioa (l)(a). Subsection (JW d«rly 
' «vtBensploy«a In aenior mMajemeniwhoaedufe are do » d«ely dej,ble m 
to Sb "normal" meaoingful in relation thereto. Thus, a Art) P«te«r (SRIS 
aim i 5s nunipTwas held not to have discharged the onus on him to 

: ; a time when he had been instructed not to involve himself in research and 
>■ L« malten Howeve,, just how far down in the hierarchy of a rna 

(I)r>)?SS>«ti« <»f his ioveniiona being cowered by aateecuon wall assays 
J 3owW swnded w a key position in the organisation of a third party 

Soru as to ownership of snventlonj by the employer, ^"nploy« or 'hbd 
': ETw held that the employee owed a spedal o ligation to further 1m 

. IIS 

EiL the ttion, the employee became employed bkHM 
change in bii Job duiiea but under a contract which dd deal with 

secondmeatihould also belong to the third party. ...... .„.„, 

Sit the making of inventions, their executive pos lion was such that ft* 
Senttaa irhtt were owned by that company. A less dear case of an tag 

. . JSty ff«Se responsibilitiei Itto^ Pawn (SRIS O/UUW). 
J9.12 -Empty* holding titve/ilwn en cewfteAf Mjortmplop 

Where it it esUbUsbe4 that the employee ii entitled to Ac benefit bi an ioventton 
held^Tw!! to £ by the employer, the common la* of constructive truatt wdl 
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come into force, as discussed in the book by I. Phillips and M. J. Hoolahan, 
'fiasW ttafcatk fc UMBW (BSC Publishing Ltd, 1981). In such 
a trust the employee not only takes the benefit, but also the liabilities, of the 
resulting trusts (Ttytev, tank, (193B)55 RPC21).Tho employee is then entitled 
to compensation for any erpendltute be may have incurred In developing and 
protecting the invention, as was required in HMnuiti id Homo's AppSafon 
(SRIS 0/158/W, iiwerf IPD 3M7). In the casewhw an employer sob'cits the aid and 
services of an employee beyond the scope of his normal duties without any 
"consideration" or promise of remuneration subsequent to his performance of the 
requested services, the employee may have a qiwi-contraaual remedy of twm 
ami! to recover the value of those services from the employer. 

Ap^aiionolsKlion 39 lopi±ukr costs 

The appHcalton of the princrptes set out In section 39(1) to particular faeu usually 
arises in proceedings under section 8, 12, 37 or 82 (determination of entitlement to 
patent ownership). Decisions on iheio are therefore discussed mainly in the 
conunentaryon section 37 at pan. 37.12, but see also parn. 8Jtt The nppUcabflity of 
secilon39 to members of the aademic itatf of a university has been discussed by W. 
R, Cornish, tee para. 39.07, along with the other different rule (or ownership of 
copyrighu created by an employee, 

Dccisbmmierik common Iw ^ 

Precedents decided under common law principles should be Heated with consid- 
erable caution, see paia. 39.07. This Is partly due to the Inconsistency of pre.1978 
cases such as Mtt M« v. fomamd ((1956) RFC 225 and 330) and UA 
AppSaton ((1954) 71 RPC 158 (PAT)); and partly because these cases were 
generally concerned to determine, as a first step, whether the invention was made 
"to the course of employment", for cample as la JMmk* entf nmft 
AppMtn (SRIS O/158/80, wlti IPD 3147, dedded under s. 56 11949]). It is 
submitted that the phrase "duties of an employee" in section 39(1) has a narrower 
meaning. Whether an act wai "in the course of eraployinent" has been the subject 
of numerous labour law cases uivolving, ej. employers' vicarious liability for their 
employees' ads, and is dosely hound up with the concept of authorisation, express 
or implied, for a given ao. 

Diminution oflmtntor ownashtp'&puta 

An Inventorship dispute can arise under section 13 (mention of Inventor) or 
under section 8, 12, 37 or 82 (determination of question of entitlement). Employee, 
employer ownership disputes on "existing patents" are resolved under section 5J 
[1949]. The procedure for resolving such disputes is discussed in the conuntntanes 
on these sections. 
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Stttiemmt of disputes bj tmplops 

Employers will naturally seek to settle inventorship disputes with, or between, 
Iheir employees by Informal and internal procedures. 1/ this is to be done, it is 
Important thai the procedures used by the employer should be fair, not too lengthy, 
and generally comply with rules of natural justice. 

There is an overriding implied term in a contract of employment that employers 
will not, without reasonable and proper cause, conduct themselves In a manner 
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calculated or likely (o destroy or seriously damage the Implied (or e«pre») 
S on of mm and confided between employer ad Mb M Bjj 
S i.Wt«I v. Xtt/flr {[1989] BLR 507 ^AT)). Ti« afipueattoo o Ihb implied 
ttl a^whibit a etion?«hicl> would on the face of the contract be «p«im»tc for 

Anne" stated that there was an Implied contractual duty of "good bflk « .to 

iotil teru in tbTcontract of employment a breech of «W c . «to ■ 
emolweoMthailualifybg period of service, cweadyofwoyea»)io wud 

Sptf Protection (Consolidation) Act 1 78 MLm * l** 
39,17 CoalftUf tw'A «mpEo>er oiy«nf»> o/ and <fat> r# 



Section* 11(2) and 215(5) |198A1 have effect respectively to paw fint "n™"* 1 ? «f 
coSJd design rights created by an employee "m the cours of J 
Sent" automatically to the employer, wbjoct in Miner ease onl to the 
orfoS of ooe who oorimi«lo»e4 the making of the design. A topography nght 

naTbTiricdby a writt« agre«n^(D«ign Right (SemfcoaduaorTopogcaphles) 

2utMmw than the combined effect of the three gateways of section 
«U1 have tto direct effect on the tiiteiptetatton of section 39. 

9 hu the un«cpected effect of modiMng the ownership regime . id above- 
mentioned Acts iad Regulations if the design or «Wn^*I^J 

an "Son", a dichotomy between employees' right, in ditfe rent gtatf 
mtellectnal property will often arise from the same, or closely associated, a* 
Slo pojitin where, even though an employee may m patent rights 
S the omployer is unable to esiablish any of the criteria 
nevenhdess the employer may own associated copynghtv design «^ 
Kelcbecawi > these have been oeated by the same employee'* the course 
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To tUevlate the position set **f*3 K ^F m S£l 
ametidmerit made tWroo 43(4), by the 1988 Act (Sched. 5, para. 11). Under o«v 
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subsection (3), where by virtue of subsection (2) an invention belongs i to an 
employee, rather than to the employer, then nothing done by or on be a« lb 
employee, or his successor in title, for the purpose of prosecuting an appuauoa lor 
a patent, orby any person for the purpose of performing or working the invenUon, 

document" to which the employer Is entitled, rather than the employee. It icems 
slightly odd that subjection (3) does not Wude a reference to registered designs, 
buta possible explanation Is that the leglilator could not conceive of a registrable 
design as an "invention", given the delusions from registrability In section I of the 
Reiateted Designs Act IM, as amended by the 1988 Act 

employS will not be able to use these other ialelteetual property rightt to 
prevent employees from obtaining patents on their own Inventions. Abo, new 
subsection fob) it presumably intended to provide a defence ui any action for 
b!&in S emHit of any fright or design right arising riom a model or document to 
which the employer is entitled. However, ibis provision may not be as wide u it 
seems at tot sight It h dearly intended to apply to copyrights of which i the 
employee in question is the autbor(designer)bnl,iis regards documents or modeb 
aeaied by the employee's oollcaguei, the itsoliing copyrigbt or det«n nght may not 
Dnrbaos be a right "between him (the employee and the employes' . 
leWen^ 

section 39 eateods to a "patent or other prottctloo" graoled. *htlheTUttd« ihelaw 
of the United Kingdom or otherwise. Tub provision is Asossed Met ■ para. 

oZX 1 39), it i dlculi to see how United Kingdom aw can tifecirvcly 

Intellectual properly right in that country unless perhaps a United J&ngdon i court 
Sdffaol w wSctloa against the employer enUty to pieveat it from seelong «o 
2 iffign Woo" contrary to section 39(J)(b), as eneuded by seeuon 
SJ5K,bLr«.pyrisbts(and design rightt) aienot "grated", th.provu«n 
may be ineffective anyway, see para. +3.05. 



Practice under Section 39 



3S6 



Kupinsofmori) 

Whether section 39(1) appUcs to am ^« n,i » " ^X^S^ 
the tsreumstances in which in invention was made. In the interest ot both employer 
•odenaployee. it is most desirable to sel out in writing the employees normal 
S2& b employee has any frt duties or obligation,, to m*m 
2 in the employees normal duties and when any other duties are spectfoj 

It must be a quesUoa of fact whether an employee might reasonably be aperted 
to mate Invenaons in carrying out bisrher normal, or assigned and accepiei duuei. 
h M can be made to deal with this point in the contract of servw, but in 

«£> (et tales eoguioer) has made, or been expected to make, inventions u 
, rS of can?* out the cmployce'i normal duties might be relevant In 

I d. Lremployee-mventor be alked to sign a dedaration as to die o^enjip 

for at least one year after the patent has ceased to av effect, see rule W) 
rtprtoltd at para. W An attempt may be made to data mvxntorsh.p many j-ean 
TR application was Ned, see para. 13.10. Papon by t Hotao ■ 7X 
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